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This is a decision on an appeal fromthe examner’s final

rejection of clainms 4 through 6 and 8 through 11, which are

all of the clainms remaining in the application.
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Claims 4 and 10 are representative of the subject matter
on appeal and read as foll ows:

4. A process for the preparation of a cosnetic or
pharmaceutical conposition of claim 10 conprising
prepari ng an aqueous enul sion or suspension of a conpound
of fornula
| and at |east one |ipid compound and optionally

addi tives, stirring the enul sion or suspension at 40E to
80EC and reduci ng the size of the |iposones.
10. A
cosnetic ) or
§S 1 cH .
phar mace uti cal
conposi t >L—AE—CF’ i on
cont ai ni 8! % (1) ng a
Ny/ der mat o
gically effecti
ve anmount
of at |east one |iposone cont ai ning an active conpound of

the fornul a

A /k/

wherein R is
sel ected from
the group consisting of -CN

-NO, and hal ogen, R, is -CF; or hal ogen, -A-B- is selected

fromthe group consisting of
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wherein X and Y are oxygen and R, is selected fromthe

gr oup consi sting of hydrogen and al kyl of 1 of 4 carbon
at ons optionally substituted with -OH or nethoxy and
wherein the cosnetic or pharmaceutical conmposition is free
of volatile sol vent s.



Appeal No. 1997-0138
Application No. 08/383,912

As evi dence of obviousness, the exam ner relies on the

following prior art:

Evans et al. (Evans) 5, 358, 752 Cct. 25,
1994

(Filed Feb. 23, 1993)
Gaillard-Kelly et al. (Kelly) 5,411,981 May
2, 1995

(Filed May 18, 1993)

Clainms 4 through 6 and 8 through 11 stand rejected under
35 U.S.C. §8 103 as unpatentabl e over the conbi ned discl osures
of Kelly and Evans.

W reverse.

The clai ned subject matter is directed to a cosnetic or
phar maceuti cal conposition conprising at |east one |iposone
containing a particular dermatol ogically active conpound. The
cosnetic or pharmaceutical conposition is free of any (not
even a trace anount of) volatile solvents since the |iposones
enpl oyed are prepared w thout using any such volatile
solvents. See specification, pages 11-13.

W find that the exam ner has supplied a reasonabl e basis
for enploying the |iposonmes described in Evans as a delivery
system for the active dernatol ogi cal conpounds described in

Kelly. See Answer, page 3. However, the exam ner has
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supplied no evidence to denonstrate that the resulting
pharmaceuti cal conposition would be free of any volatile
sol ventl., Nor has the exam ner supplied any evi dence
regardi ng the clained process for preparing the sane.

The exam ner argues that the pharmaceutical conposition
resulting fromthe conbined teachings of Kelly and Evans
"woul d inherently be free of solvent" because "the organic
solvent is typically evaporated fromthe conposition in
i posone formation." See Answer, pages 4 and 5. However, the
exam ner has not supplied any factual basis to support the
determ nation that the typical volatile organic solvent
evaporation technique would necessarily renove any and al
vol atil e solvents present in the pharmaceutical conposition.

See Ex parte Levy, 17 USPQ2d 1461, 1463-64 (Bd. Pat. App. &

Int. 1990). It is well settled that i nherency cannot be

established by probabilities or possibilities. See In re

Celrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981); Ln

re Rijckaert, 9 F.3d 1531, 1534,

28 USPQ2d 1955, 1957 (Fed. Gr. 1993).

! Evans prepares |liposones in a volatile organic sol vent
(chloroform. See colum 5, exanple 6.

5
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The exam ner al so argues that "applicant acknow edges at
p. 10 of the disclosure that his process of naking the
| i posomal conposition is known in the art and described in
ot her patent literature.” See Answer, page 4. Nowhere does
the disclosure relied on by the exam ner, however, clearly
admt that the clainmed process was "known . . . and descri bed
in other patent literature [at the tinme of the invention]2"
See specification, page 10.

In view of the foregoing, we agree with appellant that
t he exam ner has not established a prima facie case of
obvi ousness regarding the cl ai med subject nmatter.
Accordingly, we reverse the exam ner’s decision rejecting al
of the appeal ed clains under 35 U S.C. 103.

OTHER | SSUE

In the "Response to argunent” section of the Answer, the

exam ner relies on page 10 of the disclosure to show that

2 Moreover, we note that the exam ner does not rely on
appellant’s adm ssion or other patent literature in her
statenent of rejection. Wen, as here, the statenent of
rejection does not include appellant’s adm ssion or other
patent literature as the prior art supporting the rejection,
we need not consider themin evaluating the examner’s
rejection. In re Hoch, 428 F.2d 1341, 1342 n. 3, 166 USPQ
406, 407 n. 3 (CCPA 1970).




Appeal No. 1997-0138
Application No. 08/383,912

appel l ants’ process for preparing the |iposomal conposition is
"known in the art and described in other patent literature.”
As indicated supra, the reference on page 10 of the
specification, as well as other references on pages 2 and 5,
have not been included in the statenment of the rejection.
Upon return of this
application to the jurisdiction of the exam ner, the exam ner
shoul d revi ew t hese references and consider the patentability
of the clained subject matter in light of this acknow edged
prior art. Note that French Patent 2,627,385 and European
Pat ent Applications 342,100 are said to disclose cosnetic and
phar maceuti cal conpositions containing vesicles of |iposone
type. Note also that European Patent Applications 494,819 and
0, 580,459 are said to disclose the clainmed active conpound.

No tinme period for taking any subsequent
action in connection with this appeal nay be extended under
37 CFR 8§ 1.136(a).

REVERSED

CHUNG K. PAK )
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